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UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Ex parte TIMOTHY SCOTT CHAMBERLAIN, 
MICHAEL J. MACDONALD and MARK MURRAY 



MAILED 

AUG 3 1 2004 

IKS. PATENT AND TRADEMARK WFICE 
BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Appeal No. 2004-1884 
Application 09/122,015 

ON BRIEF 



Before WARREN, OWENS and PAWLJXOWSKI, Administrative Patent Judges. 

WARREN, Administrative Patent Judge. 

Decision on Appeal 

This is an appeal under 35 US.C. § 1 34 from the decision of the examiner finally 
Meeting claims 1 through 6, 8, 10 through 1 8 and 39. Claims 19 through 38' are also of record 
and have been withdrawn from consideration by the examiner under 37 CFR § I -142(b). 

Claim 1 illustrates appellant,' invention of a slurry for polishing surfaces, particularly of 
microelectronies, and is representative of the claims on appeal: 

1 A slurry composition comprising silica abrasive particles and an oxidizuig^ agent 
having a static^ rTon metal of less than 1000 A per hour; and where* the pH of the slurry 
is about 7 to about 9. 

The references relied on by the examiner are: 



i Claimslthrough6 s 8andl0 through 39 are all of the claims in the application. 

- 1 - 
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■_ Appeal No. 2004-1884 
Application 09/122,015 

i /vt -it 5 527 423 18, 1996 

KevUle et al. (Nellie) 5,527,4^ 

Wang etal. (Wang) 5,770,103 g ^ 

Sakatani et al. (Sakatani) 5 SrImo Oct 19, 1999 

Ronay ' ^ 

The examiner has advanced the following grounds of rejection on appeal: 
claims 1 through 5 and 10 through 12 stand rejected under 35 U.S.C. § 102(e) as anticipated by 
Wang (answer, page 3); 

claims 1 through 5, 8 and 1 1 teough 16 stand rejected under 35 U.S.C. § 102(e) as anticipated . 
by Sakatani (answer, pages 3-4); 

^17, 18 and 39 stand rejected under 35 U.S.C. § 103(a) asbeing unpatentable over Wang in 
view of Neville (answer, page 5). 

AppeUants state that »[w]nh respect to each .ejection . . A. to*"* *»* ° r 
togete" (brief, page 2). Thus. we aMde this appeal based on appeated data 1. 6 and 17 as 
represe.tativeoftheresf^dvegro^ofrejecnon. 37 CFR § 1.192(c)(7) (2003). 

We reverse the grounds of reject™ under § 102(e) and affirm the grounds of reject™ 
under § 103(a). Thus, the decision of the examiner is afflrmed-ln-part. 

Under the provisions of 37 CFR § 1.196(b) (2003), we enter anew ground of rejection of 
Cairns 1 through 6, 8. 10 through 18 and 39 under 35 U.S.C. § 103(a) as unp.ter.able over the 

1370-71 178 USPQ 470, 474-75 (CCPA 1973). Rtfher than reit.rate.he respective portions 

exposition thereof. 

Opinion 

It is well settled that in ord« to apply the prior art to a claim, ft. claim terms must first 

without reading into me claim any BmiUhon or particular embodiment which . dactosed - the 
specification. See. , g . In r. Morris, 127 F.3d 104S, 1054-55. 44 US PQ2d ,023, ,027 (Fed. C. 
Li *,re 2c «,893F^319,32,-22, ,3 TJSPQ2d 1320, 1322 (Fed. Cir. ,989). Thepram 



-2- 
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-. Appeal No. 2004-1884 
Application 09/122.015 

wgag. of appealed independent claim 1. on which the other appealed claims depend, specifies 
a stay composition comprising at leas, some amount, however small, of silica abrasive particles 
and some amount, however small, of any oxidizing agent that has a stttic etch rtf* on metal of 
less man 1000 A per hour, wherein the pH of to slurry is about 7 to abont 9. The transitional 
-nn "comprising" opens claim 1 to slurries that contain additional ingredients. generally, 
mmC ^ Pa*, in, .MICorp.MVM 1553, 1555, 35 USPQ2d 1801, 1802 (Fed. 
fir 19951 f The claimed composition is denned as comprising - meaning conUunrng at 

(CCPA 1980 CAs long as one of the monomers in the reaction ispropylene, any other monomer 
may be present, because the term -comprises- permits the ,*cl W lon of other steps, elements, or 

materials .")■ , * 

Considering firs, the examiner's grounds of rejection of claim 1 under § .« over 
War* and oversaw, it is well senlcd *at the examiner has theburden of eaabhshmga 

identical* in a single reference, enhe, express., or under the principles of inherency. * . 
^sufficienttohaveplacedape^on of ordinary sidU m tea* mpossess.on thereof. 

plably about 7 or ^ «*). The examiner responds that bom references teach me ciauued 
nH ranee for the sluuy (answer, pages 6 and 7). 

1 WeagreewUhappel.**, ^r^*****^*™**"*'" 

Wang (col. 3, U. 8-12) and Saxatani (col. 3, il. 61-65), which prior ar, pH ranges ~ri* , 
^rcferencewi^memeaningofS^Ce). 

778 F 2d 775 780,227 USPQ 773, 777 (Fed. Ci, 1985) r t A]nncipanon under § 102 car.be 
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Appeal No. 2004-1884 
Application 09/122,015 

affile*, betweenthe reference dWta» and the claim, the rejection must be based on § 103 
which takes differences into account. D Chisam, Patents § 3.02."). 

Indeed, whether the difference in an overlapping range in a process or composition 
parameter between the claimed invention and a prior art reference renders the chimed invention 
unpatentable is a ouesdon of obviousness under 1 103(a). See. e. g ., ft re Geisler, ««* 
,470 43 USPQ2d 1362. 1365 (Fed. Ck. 1997), -* — * » '""'^ 919 M 

1S75 1577-78 16 USPQ2d 1934, 1936-37 (Fed. Cir. 1990), and cases etedmerem. 
' Accordingly, we reverse the grounds of rejection of appealed 1 through 5, 8 and 

10throughl6vmdar35U.S.C.§102(e). 

Turmngnowt.ut.gronndsofreiectionunderSSU.S.C.S 103(a) ofappe.ledc.aun 6 

teachings of Wang and Neville, we find after careful review of the record that we are in 

been obvious over the combined teachings of the applied references to one of ordintty stall* 
misart»tthetir«thectedmventionwasmade. In comparingthe claimed starry 
compositions with the teachings of these references, we agree with me examiner's analys* 

„ pages 3-5) *^*<>-*^«*'" 

^und of rejection under mis stttutory provision of dahns 1 tough 6, 8, 10 tough 18 and 39 
over the combined teachings of Wang, Sakattni. Ronay, and Neville tiat we en«ed *■» 
We find that Wang would have disclosed a polishing slurry composition m which the 

o.idizmg — ^^^^^^^ 

icdatebeing preferred; ^m^T^^*^™^^^*^ 
(cols land2). Wangf.rmerwoddtavedisciosed^mepHofmecomposition.sgeneraUy 

l a7/.nn«^ We find that Sakataoi "would have 
w ithinth e rangeofaboutltoabo 1 it7( C ol.3,11.8-12). wenn 

^osedapohshingslunyco^^ 

***** oxide andsilicon oxide along with epoxide, aod an oxidizing agent that can 
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- Appeal No. 2004-1 884 
Application 09/122 s 015 

• nt reels 1-2) Sakatani would have farther disclosed that additional 
^ountof oxidizing agent (cols. 1 2). Saica 

h» u«d with an aqueous slurry (col. 6, 11. l 
WefindthatRonayeKn B ^ ^ „ pctossmm 

— — ^u^dtavediscW 

css^ — — — 

We nna w ^ _ ™ii s hine slurry compositions 

^ v. WX*. W r M ! e oi« do. no.^ any 

Wang and Stem* ^.rftall- 
^ W h di^ to do so b, appe^ P ^ ^ 

-5- 
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* Appeal No. 2004-1884 w 
Application 09/122,015 

consistently held that in such a situation, the applicant must show that the particular range is 
critical, generally by showing that the claimed range achieves unexpected results relative to the 
prior art range. [Citations omitted,]")- 

With respect to the examiner's groxjnd of rejection of appealed claim 6> dependent on 
appealed claim 1 , we find that the combined teachings of Sakatani and Ronay provide substantial 
evidence in support of the examiner's position that prima facie, one of ordinary skill in the art 
would have been motivated to use ammonium cerium nitrate as an oxidizing agent in the 
.polishing slurry composition of Sakatani (answer, pages 4-5). With respect to the examiner's 
ground of rejection of appealed claim 17, dependent on appealed claim 1, we find that the 
combined teachings of Wang and Neville provide substantial evidence in support of the 
examiner's position that prima facie, one of ordinary skill in the art would have been motivated 
to use a surfactant in the polishing slurry composition of Wang (answer, page 5). 

Furthermore, with respect to the claimed polishing slurry compositions encompassed by 
appealed 2 claims through 6, 8, 10 through 18 and 39, the combined teachings of Wang, 
Sakatani, Ronay and Neville would have suggested that, prima facie, the polishing sluiry 
compositions of Wang and Sakatani can contain silica and ceria as the abrasive particles, and 
potassium iodate, ammonium cerium nitrate and/or potassium feiricyanide as the oxidizing 
agent, as well as other additives, including surfactants, in the reasonable expectation of obtaining 
polishing aqueous slurry compositions as taught in these references. 

Thus, prima facie, one of ordinary skill in this art routinely following the combined 
teachings of Wang, Sakatani, Ronay and Neville would have reasonably arrived at the claimed 
slurry compositions encompassed by appealed claims 1 through 6, 8, 10 through 18 and 39, 



including each and every limitation thereof, without recourse to appellants' specification. See 
generally, In re CorMlU 771 F.2d 1496, 1497-1500, 226 USPQ 1005, 10064)8 (Fed. Cir. 1985); 
In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980); In re Skull, 523 F.2d 
1392, 1397-98, 187 USPQ 481, 484-85 (CCPA 1975); In re Castner, 518 F.2d 1234, 1238-39, 
186 USPQ 213, 217 (CCPA 1975); In re Lintner, 458 F.2d 1013, 1015-16, 173 USPQ 560, 
562-63 (CCPA 1972); see also In re Dow Chem. Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 
1531-32 (Fed. Cir. 1988); In re O'Farrell, 853 F.2d 894, 903-04, 7 USPQ2d 1673, 1680-81 
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(Fed Cir. 1988) ("Obviousness does not require absolute predictability of success* . « . There is 
always at least a possibility of unexpected results, that would then provide an objective basis for 
showing the invention^ although apparently obvious, was in law nonobvious. [Citations omitted.] 
For obviousness under § 103, all that is required is a reasonable expectation of success. 

[Citations omitted.] 14 ). 

Accordingly, since a prima facie case of obviousness has been established over the 
combined teachings of Wang and Neville with respect to appealed claim 6 and over the 
combined teachings of Sakatani and Ronay with respect to appealed claim 17 as found by the 
examiner, we have again evaluated all of the evidence of obviousness and nonobviousness based 
on the record as a whole, giving due consideration to the weight of appellants* arguments and the 
evidence in the submitted affidavit See generally* In re Johnson, 747 F.2d 1456, 1460, 
223 USPQ 1260, 1263 (Fed. Cir. 1984); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 
788 (Fed Cir, 1984). 

In view of the prima facie case of obviousness under § 103(a) established over the 
combined teachings of Wang, Sakatani, Ronay and Neville with respect to claims 1 through 6, 8, 
10 through 1 8 and 39, the burden of going forward has shifted to appellants to submit argument 
and/or evidence in rebuttal in this respect. See generally, Johnson supra; Piasecki, supra. 

We considered above appellants* arguments respecting the teachings of the pH of the 
polishing slurry compositions in Wang and Sakatani with respect to the grounds of rejection 
under § 102(e) (see above pp. 3-4). We consider with respect to the grounds of rejection under 
§ 103(a), appellants 5 argument that Sakatani teaches away from the claimed pH range by 
disclosing that "when the pH is over about 7, the surface appearance of a metal layer after 
polishing is not good (see coL 3, lines 61-65)" (brief, page 5). 2 Appellants further contend that 
Ronay would not have suggested using a silica abrasive, cerium ammonium nitrate as an 
oxidizing agent or a pH of 7-9 in the compositions of Sakatani, noting that Sakatani refers to 



2 Whether Sakatani would teach away from the claimed method is not an argument that 
addresses the issue of anticipation, See Celeritas Technologies Ltd. K Rockwell International 
Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522 (Fed. Cir, 1998) ("[T]he question whether a 
reference 'teaches away' from the invention is inapplicable to an anticipation analysis."). 



NO. 4727 P. 17 
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cerium ammonium nitrate in the formation of the abrasive particles (brief, page 7). Appellants 
argue that Neville does not overcome the deficiencies of Wang because Neville fails "to suggest 
a slurry that is capable of polishing metal and silicon dioxide at substantially the same rates" or 
"suggest the need for selecting the recited pH, silica and type of oxidizer according to the present 
invention" (brief, page 7; see also page 5). 

We cannot agree with appellants' positions. In our view, the cited passage from Sakatani 
would have suggested to one of ordinary skill in this art that a polishing slurry of the reference 
having a pH above about 7 would not achieve the same result as a slurry of the reference having 
apH of about 7 and below. See In re Gurley, 27 F.3d 551, 553, 31 USPQ2d U30, 1132 (Fed. 
Cir. 1994) (" We Gurley's view mat a person seeking to improve the art of flexible circuit 
boards, on learning from Yamaguchi that epoxy was inferior to polyester-imide resins, might 
well be led to search beyond epoxy for improved products. However, Yamaguchi also teaches 
that epoxy is usable and has been used for Gurley's purpose."). Thus, this teaching does not 
amount to a "teaching away." 3 

The difficulty with appellants' position with, respect to Aw teachings of Ronay is that the 
reference acknowledges the oxidizing agents used in polishing slurry compositions in the art, and 
Sakatani teaches that "known oxidizing agents" can be used in the polishing slurry compositions 
taught therein (col. 4, 11. 3-7).. Furthermore, we.find no lMtatio^withrespect.Jo.the capability 
of the claimed slurry to polish metal, and silicon, dioxide at substantially the same rate&in any of 
the appealed claims. See In re Self, 671 F.2d 1344, 21 3 USPQ 1 (CCPA 1982). Moreover, 
Neville does not have to suggest all of the limitations of the claimed invention encompassed by 
the appealed claims in order for one of ordinary skill in the art to combine the teachings with 
respect to polishing slurry compositions thereof with teachings with respect to the same kind of 

3 See Gurley, 27 F.3d at 552-53, 31 USPQ2d 1 at 1 13 1-32 ("A reference may be said to teach 
away when a person of ordinary skill, upon reading the reference would be discouraged from 
following the path set out in the reference, or would be led in a direction divergent from the path 
that was taken by the applicant The degree of teaching away will of course depend on the 
particular facts; in general, a reference will teach away if it suggests that Ihe line of development 
flowing from the reference's disclosure is unlikely to be productive of the result sought by the 
applicant [Citations omitted.]"). 
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compositions in the other applied references. See In re Keller, 642 R2d 413, 425, 208 USPQ 
871, 881 (CCPA 1981)CThe test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. Rather, the test 
is what the combined teachings of the references would have suggested to those of ordinary skill 
in the art"). 

Accordingly, based on our consideration of the totality of the record before us, we have 
weighed the evidence of obviousness found in the combined teaching of Wang and Neville and 
of Sakatani and Ronay as applied by the examiner with appellants' countervailing evidence of 
and argument for nonobviousness and conclude that the claimed invention encompassed by 
appealed claims 6, 17, 18 and 39 would have been obvious as amatter of law under 35 US.C 
§ 103(a). 

With respect to appealed claims 1 through 6, 8, 10 through 1 8 and 39, having 
reconsidered the evidence of obviousness in the combined teachings of Wang, Sakatani, Ronay 
and Neville with appellants' arguments and evidence of nonobviousness which pertain to the 
new ground of rejection that we have explained above, we remain of the opinion that the 
claimed compositions encompassed by claims 1 through 6, 8, 10 through 18 and 39 are prima 
facie obvious over the applied prior ait Thus, the burden of going forward with respect to this 
ground of rejection remains with appellants. See generally, Johnson, st&ra; Piasecki, supra 

The examiner's decision is affirmed-in-part. 

In addition to afHnning the examiner's rejection of one or more claims, this decision 
contains a new ground of rejection pursuant to 37 CFR§ 1,1 96(b) (2003). 37CFR§ 1.196(b) 
provides, "A new ground of rejection shall not be considered final for purposes of judicial 
review.'* 

Regarding any affirmed rejection, 37 CFR § 1 .197(b) (2003) provides: 
(b) Appellant may fiJe a single request for rehearing within two months from the date of the 
original decision .... 

37 CFR § 1.196(b) also provides that the appellant, WITHIN TWO MONTHS FROM 
THE DATE OF THE DECISION, must exercise one of the following two options with respect to 
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the new ground of rejection to avoid termination of proceedings (37 CFR § 1.197(c)) as to the 
rejected claims: 

(1) Submit an appropriate amendment of the claims so rejected or a shoeing of facts relating to 
the claims so rejected, or both, and have the matter reconsidered by the examiner, in which 
event the application will be remanded to the examiner 

(2) Request that the application be reheard under § 1.197(b) by the Board of Patent Appeals and 
Interferences upon the same record. ... 

Should appellants elect to prosecute further before the Primary Examinex pursuant to 
37 CFR § 1.196(b)(1)!. in order to preserve the right to seek review under "35 U.S.C. §§ 141 or 
145 with respect to the affirmed rejection, the effective date of the affirmance is deferred until 
conclusion of the prosecution before the examiner unless, as a mere incident to the limited 
prosecution, the affirmed rejection is overcome. 

If appellants elect prosecution before the examiner and this does not result in allowance 
of the application, abandonment or a second appeal, this case should be returned to the Board of 
Patent Appeals and Interferences for final action on the affirmed rejection, including any timely 
request for rehearing thereof. 
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No time period for taking any subsequent action in connection with this appeal may be 
extended under 37 CFR § 1.136(a). 

AFFIRMED-IN-PART 
37 CFR § 1.196(b) 




Administrative Patent Judge 



TERrH. OWENS 
Administrative Patent Judge 

BEVERLY A. PAWLIKOWSKI 
Administrative Patent Judge 



BOARD OF PATENT 
APPEALS AND 
INTERFERENCES 



- 11 - 

PAGE 21/22 ' RCVD AT 5/10/2005 4:02:18 PM [Eastern Daylight Time] 1 SVTfcUSPTO-EFXRF-1/0 ' DNIS:8729306 ' CSID:202 293 6229 ' DURATION (mm-ss):0W6 



MAY. 10. 2005 4:14PM CBL&H 202 293 6229 _ NO. 472? P. 22 

\ Appeal No. 2004-1884 
Application 09/122,015 



Burton A. Amemick 

Connolly Bove Lodge & Hutz LLP 

1990 M Street NW 

Suite 800 

Washington, DC 20036-3425 



-12- 



PAGE 22/22 ' RCVD AT 5/10/2005 4:02:18 PM [Eastern Daylight Tone] 1 SMPTO-EFXRMO 1 DNIS:8729306 * CSID:202 293 6229 ' DURATION (mm-ss):0M6 



